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DETAILED ACTION 
Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and requirements 
of this title. 

1 . Claims 1 -20 are rejected under 35 U.S.C. 1 01 . Based on Supreme Court 
precedent, and recent Federal Circuit decisions, a § 101 process must (1) be tied to 
another statutory class (such as a particular apparatus) or (2) transform underlying 
subject matter (such as an article or materials) to a different state or thing. Diamond v. 
Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); 
Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 
(1876). The process steps in claims 1-20 are not tied to another statutory class nor do 
they execute a transformation. Thus, they are non-statutory. 



Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject matter 
as a whole would have been obvious at the time the invention was made to a person 



Application/Control Number: 10/728,663 Page 3 

Art Unit: 3627 

having ordinary skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 
3. Claims 1-20 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cheung et al (2002/0169760) in view of Anderson et al (2004/0093327) and Kim et 
al (2002/0052925). 

Re Claims 1, 22: Cheung discloses identifying target objects on an electronic 
storefront Web site to which customer traffic is to be targeted (see [0009, 001 1]); 
automatically generating search keywords for the target objects that are identified (see 
[0010]). Cheung does not disclose initiating a purchase. 

However, Anderson discloses initiating purchase of the search keywords from 
one or more search partners (see [0008, 0063, 0083]). From the teaching of Anderson, 
it would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Cheung's invention with Anderson's disclosure of initiating a purchase in order 
to "determine ads relevant to content, and/or combine content with ads determined to 
be relevant to the content (see Anderson Abstract)." 

However, both Anderson and Cheung fail to disclose wherein identifying the 
target objects includes searching for the target objects located in an electronic catalog 
separate from the electronic storefront Web site. Meanwhile, Kim discloses wherein 
identifying the target objects includes searching for the target objects located in an 
electronic catalog separate from the electronic storefront Web site (see [0042-0043, 
0046-0047, 0053]). From the teaching of Kim, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify both Anderson and Cheung 
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with Kim's disclosure of the identification of target objects in an electronic catalog in 
order to "resolve the aforementioned shortcomings of current Internet advertising 
methods... through an e-catalog (see Kim [0042])." 

Re Claim 2: Cheung discloses receiving billing and keyword clickthrough data 
from the one or more search partners; and automatically determining a cost 
effectiveness of each of the keywords (see [0019, 0024]). 

Re Claim 3: Cheung discloses wherein the cost effectiveness of each keyword is 
determined for each search partner on an individual search partner basis (see [0139]). 

Re Claim 4: Cheung discloses wherein the cost effectiveness of each keyword is 
determined by: calculating an average cost per click (CPC) value based on the billing 
and keyword clickthrough data received from the one or more search partners; 
monitoring customer session activities initiated in response to each keyword 
clickthrough; determining a margin per click (MPC) value comprising an average 
marginal profit for each customer session activity initiated by a keyword clickthrough for 
each keyword; and comparing the MPC and CPC values for each keyword (see [0010, 
0018, 0023, 0028]). 

Re Claim 5: Cheung discloses further comprising automatically deactivating a 
keyword when it is determined to not be cost effective (see [0125]). 

Re Claim 6: Cheung discloses wherein the CPC and MPC values are compared 
for each keyword at each of the one or more search partners (see [0010, 0018, 0023, 
0028]). 
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Re Claims 7, 18: Anderson discloses wherein purchase, or changing a purchase 
status, of keywords is automatically initiated by electronically interfacing with the search 
partner to exchange data identifying the keywords to be purchased (see Figure 2). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
modify Cheung's invention with Anderson's disclosure of interfacing with the search 
partner in order to "determine ads relevant to content, and/or combine content with ads 
determined to be relevant to the content (see Anderson Abstract)." 

Re Claim 8: Cheung discloses wherein identifying the target objects for which 
keywords are automatically generated is performed periodically by a target discovery 
process and comprises identifying any new target objects that have been added to the 
Web site since the last time the target discovery process was performed (see [0137]). 

Re Claim 9: Cheung discloses further comprising: automatically generating 
formatted search result data corresponding to at least one keyword that is to be 
purchased; and sending the formatted search result data for said at least one keyword 
to at least one of the one or more search partners, and including the formatted search 
result data are in search results produced by said at least one of the one or more 
search partners in response to searches corresponding to said at least one keyword 
(see [0006, 0089]). 

Re Claim 10: Cheung discloses wherein the formatted search result data is 
automatically generated by performing operations including: creating a plurality of 
formatted search result templates; selecting one of the plurality of formatted search 
result templates applicable for a given keyword and search partner; and filling in the 
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formatted search result template with information corresponding to a catalog item for 
which a corresponding keyword was automatically generated (see [0006, 0089]). 

Re Claim 1 1 : Cheung discloses wherein the plurality of formatted search result 
templates includes templates that are particular to at least one of a product, a brand, 
and a product category (see [0008]). 

Re Claim 12: Cheung discloses wherein at least one formatted search result 
includes a destination URL containing embedded information identifying at least one of 
a product, brand, or category associated with the corresponding keyword (see [0023, 
0086, 0089, 0091-0092]). 

Re Claim 13: Cheung discloses wherein at least one formatted search result 
includes a price corresponding to a target object for which the keyword was 
automatically generated (see [0014]). 

Re Claim 14: Anderson discloses identifying target objects that were previously 
targeted for customer traffic that are related to catalog items that are either discontinued 
or currently unavailable; and deactivating the purchase of any keywords corresponding 
to the target objects that are so identified (see [0086]). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to modify Cheung's invention 
with Anderson's disclosure of items that are discontinued or currently unavailable in 
order to "determine ads relevant to content, and/or combine content with ads 
determined to be relevant to the content (see Anderson Abstract)." 

Re Claim 15: Anderson discloses further comprising: identifying target objects 
corresponding to items in the electronic catalog that were previously unavailable but are 
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now available; and reactivating purchase of the keywords corresponding to those target 
objects (see [0086]). It would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify Cheung's invention with Anderson's disclosure of items 
to reactivate discontinued or currently unavailable in order to "determine ads relevant to 
content, and/or combine content with ads determined to be relevant to the content (see 
Anderson Abstract)." 

Re Claim 16: Cheung discloses wherein the keywords are purchased from a 
search partner by sending a document to the search partner containing a list of 
keywords to be purchased along with bids for keywords (see [0014, 0016-0024]). 

Re Claim 17: Cheung discloses wherein the document comprises one of a 
spreadsheet, database table, or an XML (extended markup language) document (see 
[0028, 0088, 0142]). 

Re Claim 19: Cheung discloses further comprising: receiving search result data 
from a search partner identifying search terms used to retrieve search results containing 
links to target objects on the electronic storefront Web site; and including those search 
terms as part of the search keywords that are purchased from the one or more partner 
sites (see [0010, 0014-0017]). 

Re Claim 20: Cheung discloses wherein the target objects include at least one of 
a product, brand, category, drug, and URL (see [0008, 0023, 0086, 0089]). 

Response to Arguments 

4. Applicant's arguments with respect to claim 1 have been considered but 
are moot in view of the new ground(s) of rejection. 



Application/Control Number: 10/728,663 
Art Unit: 3627 



Page 8 



Conclusion 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fawaad Haider whose telephone number is 571-272- 
7178. The examiner can normally be reached on Monday-Friday 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor Ryan Zeender can be reached on 571-272-6790. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner 
Art Unit 3627 

IF. Ryan Zeender/ 

Supervisory Patent Examiner, Art Unit 3627 



